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DETAILED ACTION 

Response to Amendment 

1. Applicant's amendments filed 05/28/09 have been entered. Claims 1, 2 and 4-9 are 
currently under examination on the merits. The previous new matter rejection is maintained 
however the previous prior art rejection has been withdrawn. The reasons for withdrawing the 
prior art rejection are presented in the response to arguments section. Since the same new matter 
rejection is maintained in this action the action is made final. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 2 and 4-9 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The limitation "fracture rate X....is 0.045 to 0.094" is not supporting in the 
specification as originally filed. While the two discrete endpoints are adequately disclosed, (i.e. 
in Table 2), one cannot use specific and isolated examples to draw support for the much broader 
limitation of a continuous range. For example, a fracture rate of 0.060 would be within the scope 
of the limitation in question and yet there is clearly no disclosure in the specification as filed to 
support this fracture rate. 
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Response to Arguments 

4. Applicant's arguments filed on 05/28/09, related to the new matter rejection, have been 
considered but are not persuasive. Regarding the arguments directed towards the prior art, while 
the examiner maintains that the Vectra LCP of the Walpita et al. reference do in fact posses the 
instantly claimed viscosity limitations, there is not enough evidence in the reference (i.e. Table 
2) to provide a showing that the fracture rate of the glass balloons inherently falls within the 
claimed range. As such this limitation is not taught by the reference. 

5. Regarding applicant's arguments against the new matter rejection, the examiner 
maintains that the data points provided in the specification are not adequate disclosure to allow 
the applicant to claim the entire range between the lower and upper most endpoints. 

6. The examiner does not argue against the case law provided by the applicant. The 
examiner agrees that new matter issues are determined on a case by case basis depending on 
what one having ordinary skill in the art can derive from the original disclosure. The examiner 
also does not contend that, in general, discrete data points can, in certain specific cases, be 
reasonably taken by one having ordinary skill to disclose a continuous range. However, using 
the reasoning of one having ordinary skill in the art and assessing this particular case on its 
merits without applying any "broadly articulated rules" the examiner still contends that the six 
data points do not adequately disclose the applicant's claimed range. 

7. Looking at the actual date presented by the applicant to provide support for the range, one 
can see that significant portions of the range are not represented by the data points due to their 
uneven distribution. The claimed range is from 0.045 to 0.094 and the six data points which are 
meant to provide disclosure for that range are: [0.045; 0.048; 0.085; 0.088; 0.090; 0.094]. When 
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the data is depicted on a number line below it is readily apparent that the data points are 
disproportionately clustered around the endpoints of the range: 



0.045 0.055 0.085 0.075 0.085 

Fracture rate (X) 

8. The portion of the range lying between 0.05 and 0.08 is not represented by any data 
points and represents a significant amount of the entire claimed range ((a, 60%). Given the lack 
of experimental data points within this middle section of the claimed range it is unclear if the 
ability to produce fracture rates between 0.05 and 0.08 was within the possession of the inventors 
at the time of the invention. As such, applicant has not provided adequate written description to 
provide support for claiming a fracture rate of between 0.045 and 0.094. 

9. Regarding applicant's other arguments related to the new matter rejection, the examiner 
agrees that the specification as originally filed shows the importance of a low fracture rate in 
order to obtained the desired dielectric constant. Likewise, the examiner agrees that each of the 
data points provided meet the required low (i.e. less than 3) dielectric constant limitation. The 
examiner also agrees that the fracture rate parameter was a known term in the art. However none 
of these lines of arguments are relevant to the issue at hand (i.e. would one having ordinary skill 
in the art determine that the data points provide support for the claimed range). Specifically, the 
data points do not provide a reasonable basis for determining if the fracture rate in the middle of 
the range (i.e. 0.05 to 0.08) were possible at the time of the invention or, if they were in the 
possession of the inventor, if the fracture rates within this part of the claimed range would also 
exhibit the claimed beneficial properties. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL B. NELSON whose telephone number is (571) 270- 
3877. The examiner can normally be reached on Monday through Thursday 6AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 

/MN/ 
06/26/09 



